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Decision 

Summary of the facts 

1 By an application filed on 20 August 2024, Karl Erik Dahl (‘the applicant’) sought to 

register the sign 

MICKEY IS FREE! 

as a European Union trade mark (the ‘EUTM’) for the following goods: 

Class 25: Hoodies; Jackets; Long-sleeved shirts; Sweatshirts; T-shirts. 

2 On 2 December 2024, Disney Enterprises, Inc. (‘the opponent’) filed an opposition 

against the registration of the EUTM applied for. The grounds of opposition were those 

laid down in Article 8(1)(b) EUTMR and the opposition was based on EUTM 

No 18 790 923 

 

registered on 22 February 2023 for, inter alia, the following goods on which the 

opponent relied: 

Class 25: Aprons; athletic shoes; bandanas; baseball caps; beach cover-ups; beach-

wear; waist belts; bikinis; blazers; boots; bow ties; bras; caps; chaps; cloth bibs; coats; 

dresses; ear muffs; footwear; gloves; golf shirts; Halloween costumes; hats; head bands; 

headwear; hosiery; infantwear; jackets; jeans; jerseys; kerchiefs; leotards; leg warmers; 

mittens; neckties; night shirts; night gowns; overalls; pajamas; pants; panty hose; polo 

shirts; ponchos; rainwear; robes; sandals; scarves; shirts; shoes; skirts; shorts; slacks; 

slippers; sleepwear; socks; stockings; sweaters; sweat pants; sweat shirts; swimsuits; 

tank tops; tights; T-shirts; underwear; vests; wrist bands. 

3 The opponent claimed an enhanced level of distinctive character acquired through use for 

its trade mark and submitted evidence in support. 

4 By decision of 1 December 2025 (‘the contested decision’), the Opposition Division up-

held the opposition, refused the EUTM applied for and ordered the applicant to bear the 

costs. 

5 The Opposition Division first considered that the contested jackets, sweatshirts and 

T-shirts were identically contained in both specifications, while hoodies and long-sleeved 

shirts were included in, or overlapped with, the opponent’s shirts or sweat shirts. Con-

sequently, identity between the goods exists. 

6 The Opposition Division then concentrated its assessment of the opposition on the Eng-

lish-speaking part of the European Union. 
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7 The Opposition Division found that the element ‘Disney’ would be understood as re-

ferring to Walt Disney and had a normal degree of distinctiveness for the goods, but 

occupied a secondary position in the earlier sign. The element ‘Mickey’ would be per-

ceived as referring to the cartoon character Mickey Mouse, reinforced by the figurative 

element; both were considered as having a normal degree of distinctive character for 

clothing. The element ‘& CO.’ was considered non-distinctive. The Opposition Division 

held that the verbal element ‘MICKEY & CO.’ and the figurative depiction were co-

dominant. As regards the contested sign, the Opposition Division rejected the applicant’s 

argument that the sign ‘MICKEY IS FREE!’ would be understood as a reference to the 

1928 Steamboat Willie version of Mickey Mouse entering the U.S. public domain in 

2024. It considered that this interpretation would require significant imagination and 

mental effort and that the goods were not related to that concept. Instead, ‘IS FREE!’ 

would be understood as meaning that Mickey is ‘liberated or unrestrained’. It found the 

contested sign to be slogan-like, but still distinctive to a normal degree because the con-

cept was vague in relation to the goods and not directly descriptive. 

8 Visually, the sign were considered to be similar to a below-average degree, because they 

coincide in the distinctive verbal element ‘MICKEY’, while differing in ‘Disney, & 

CO.’, ‘IS FREE!’, and the figurative elements. Aurally, the signs were considered to be 

similar to an average degree, because the pronunciation coincides in ‘MICKEY’, the ele-

ments ‘Disney’ and ‘& CO.’ in the earlier sign were unlikely to be pronounced because 

of their position or non-distinctive character, and that consumers tend to shorten long 

marks. Conceptually, the signs were found similar to an average degree, because both 

signs would be associated with the concept of Mickey. The additional meaning of a 

‘liberated Mickey’ in the contested sign was considered subordinate to the verbal ele-

ment ‘MICKEY’. The concepts of Disney and company in the earlier sign were con-

sidered of limited relevance. 

9 The Opposition Division did not assess the evidence submitted by the opponent con-

cerning a possible enhanced distinctive character of the earlier trade mark acquired by 

extensive use; instead, it based its further analysis on the basis of the inherent distinctive 

character of the earlier trade mark, which it considered normal. 

10 After an overall assessment, the Opposition Division concluded that there was a likeli-

hood of confusion for the English-speaking part of the EU public, since consumers may 

perceive the contested EUTM as a sub-brand or variation of the earlier trade mark. 

Submissions and arguments of the parties 

11 The applicant filed a notice of appeal, duly followed by a statement of grounds, request-

ing to set aside the contested decision and to reject the opposition. 

12 The applicant argues that the Opposition Division adopted a decisive sub-brand or brand-

variation theory without adequate reasoning and without proper procedural safeguards. 

The core criticism is that the Opposition Division concluded that it was highly con-

ceivable that consumers would perceive the contested sign as a sub-brand or variation of 

the earlier sign. According to the applicant, this assumption was decisive for the likeli-

hood of confusion finding, but was not properly supported by evidence. He submits that 

the opponent did not prove that ‘FREE!’ forms part of any established Disney or Mickey 

brand-architecture system and the opponent did not show that consumers are used to see-

ing constructions such as ‘MICKEY’ + ‘FREE!’ as internal Disney brand extensions. 
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Furthermore, there was no evidence that ‘MICKEY’, in isolation, functions as an auto-

nomous trade mark within Disney’s trade mark system. In support of this claim, the 

applicant relied on decision of 17 December 2025 of the Fifth Board of Appeal in case 

R 2180/2024-5, V (fig.)/V-TICKET. 

13 Next, the applicant challenges the Opposition Division’s refusal to assess the opponent’s 

evidence of enhanced distinctive character and market perception. The applicant submits 

that the Opposition Division refused to examine the opponent’s evidence on use, percep-

tion and alleged dominance of ‘MICKEY’ but nevertheless, it assumed that ‘MICKEY’ 

functions as a dominant element in isolation. 

14 As a third ground, the applicant argues that the contested decision is contradictory. On 

the one hand, it found that the English-speaking public would understand ‘MICKEY IS 

FREE!’ as meaning that Mickey is ‘liberated or unrestrained’ and that the sign would be 

perceived as a slogan. On the other hand, it treated that meaning as subordinate to the 

element ‘MICKEY’. 

15 Last, the applicant challenges the finding that ‘MICKEY’ dominates the contested sign. 

He argues that the Opposition Division treated ‘MICKEY’ as dominant mainly because it 

appears at the beginning of the sign. The findings that ‘IS FREE!’ is not negligible and 

has a normal degree of distinctive character, conveys a clear concept and gives the sign 

its slogan-like character are incompatible with the conclusion that ‘MICKEY’ dominates 

the overall impression. 

16 The opponent submitted its observations on the statement of grounds, requesting to 

dismiss the appeal. 

17 The opponent stated first that the contested decision provides detailed reasons for finding 

that the contested EUTM could be perceived as a sub-brand of the earlier trade mark. As 

shown by the applicant’s own submissions in the opposition proceedings, the applicant 

was heard at length on this issue. The fact that the contested decision reached a different 

conclusion on consumer perception of the contested EUTM does not establish a violation 

of the right to be heard. 

18 Next, the opponent held that at no point in the contested decision has the Opposition 

Division made any findings on the assumption that the earlier trade mark enjoyed an en-

hanced distinctiveness as claimed by the applicant. Rather all findings rest on the 

assumption that the earlier trade mark only enjoys a normal degree of distinctive char-

acter. 

19 The contested decision examined the applicant’s argument that MICKEY IS FREE! 

would be perceived by consumers as a reference to the 1928 ‘Steamboat Willie’ Mickey 

Mouse entering the U.S. public domain in January 2024. Given the substantial imagina-

tion and mental effort required to discern that reference, the Opposition Division con-

sidered it unlikely that the relevant public would identify such a meaning in the contested 

sign. Instead, the decision focused on the literal meaning, ‘Mickey is liberated or unre-

strained’, which is a reasonable reading for the average consumer. It follows logically 

that the element ‘IS FREE!’ is subordinate to the element ‘MICKEY’, which appears 

first and functions as the semantic anchor of the contested sign. ‘MICKEY’ is the subject 

of the sentence of the slogan, who is liberated or unrestrained. The Opposition Division 

nonetheless found ‘only’ an average degree of conceptual similarity due to the common 
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element ‘MICKEY’, reflecting that it considered the other elements, including ‘IS 

FREE!’, in its conceptual assessment. 

20 Last, it argued that the Opposition Division held only that the expression ‘IS FREE!’ was 

subordinate to ‘MICKEY’. The contested decision expressly takes ‘IS FREE!’ into 

account in the visual, aural, and conceptual comparisons, and made a global appreciation 

of the similarities of the signs at stake, based on the overall impression given by the 

signs, bearing in mind their distinctive and dominant elements. 

Reasons 

21 The appeal complies with Articles 66, 67 and Article 68(1) EUTMR. It is admissible. 

However, it is not well founded. 

22 Both signs refer to the same well-known fictious cartoon character, which, in the appli-

cant’s own words ‘enjoys a high degree of cultural recognition as a matter of general 

awareness’. For that reason, consumers might believe that both trade marks, protecting 

identical goods, belong to the same or economically linked undertakings. 

I. Article 8(1)(b) EUTMR 

23 For the purposes of applying Article 8(1)(b) EUTMR, a likelihood of confusion presup-

poses both that the marks at issue are identical or similar and that the goods or services 

which they cover are identical or similar. Those conditions are cumulative (22/01/2009, 

T-316/07, easyHotel/EASYHOTEL, EU:T:2009:14, § 42). Furthermore, a low degree of 

similarity between the goods or services designated may be offset by a high degree of 

similarity between the marks, and vice versa (14/12/2006, T-81/03, T-82/03 & T-103/03, 

Venado, EU:T:2006:397, § 74). 

24 According to settled case-law, the risk that the public might believe that the goods or 

services in question come from the same undertaking or, as the case may be, from eco-

nomically linked undertakings, constitutes a likelihood of confusion within the meaning 

of that article (11/11/1997, C-251/95, Sabèl, EU:C:1997:528, § 16-18; 29/09/1998, 

C-39/97, Canon, EU:C:1998:442, § 29; 22/06/1999, C-342/97, Lloyd Schuhfabrik, 

EU:C:1999:323, § 17). 

1. The relevant territory, consumer and their level of attention 

25 Neither of the parties have challenged the findings of the Opposition Division that the 

goods are directed at the general public with an average degree of attentiveness. Bearing 

in mind that the Board may lawfully adopt the grounds of the decision taken by the 

Opposition Division which thus make up an integral part of the reasons for the Board’s 

own decision (13/09/2010, T-292/08, Often/Olten, EU:T:2010:399, § 48), the Board re-

fers to and endorses the reasoning set out in the contested decision. 

26 Just as the Opposition Division did, the Board will focus on the English-speaking public 

of the European Union. 

2. Comparison of the goods 

27 The contested decision contains a full and thorough comparison of the goods at issue and 

concluded that they are identical. 
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28 This finding was not contested by the parties and the Board sees no reason to depart from 

this finding. 

29 Bearing in mind that the Board may lawfully adopt the grounds of the decision taken by 

the Opposition Division which thus make up an integral part of the reasons for the 

Board’s own decision (13/09/2010, T-292/08, Often/Olten, EU:T:2010:399, § 48), the 

Board refers to and endorses the reasoning set out in the contested decision. 

3. Comparison of the signs 

30 The comparison of the conflicting signs in relation to the visual, aural and conceptual 

similarities between the signs in question has to take into account the overall impression 

given by the signs, bearing in mind, in particular, their distinctive and dominant com-

ponents (11/11/1997, C-251/95, Sabèl, EU:C:1997:528, § 23). 

31 Accordingly, the assessment of the similarity between two signs means more than taking 

just one component of a composite sign and comparing it with the other sign. On the 

contrary, the comparison must be made by examining each of the signs in question as a 

whole, which does not mean that the overall impression conveyed to the relevant public 

by a composite sign may not, in certain circumstances, be dominated by one or more of 

its components (12/09/2012, T-295/11, duschy (fig.)/DUSCHO Harmony (fig.), 

EU:T:2012:420, § 57). It is only if all the other components of the sign are negligible that 

the assessment of the similarity can be conducted solely on the basis of the dominant ele-

ment (20/07/2007, C-193/06 P, QUICKY (fig.)/QUICK (fig.) et al., EU:C:2007:539, 

§ 42). That could be the case, in particular, where that component is capable on its own 

of dominating the image of that sign which members of the relevant public keep in their 

minds, so that all the other components are negligible in the overall impression created 

by that sign (QUICKY (fig.)/QUICK (fig.) et al., § 43). 

32 With regard to the assessment of the dominant character of one or more given compo-

nents of a composite sign, account must be taken, in particular, of the intrinsic qualities 

of each of those components by comparing them with those of other components. In 

addition, and accessorily, account may be taken of the relative position of the various 

components within the arrangement of the composite sign (23/10/2002, T-6/01, 

Matratzen + Matratzenmarkt Concord (fig.)/MATRATZEN, EU:T:2002:261, § 35; 

12/09/2012, T-295/11, duschy (fig.)/DUSCHO Harmony (fig.), EU:T:2012:420, § 58). 

33 In any case, the comparison must be based with respect to the perception of the relevant 

public. Any intention of the proprietor when creating its sign cannot be taken into con-

sideration (10/11/2011, T-22/10, e (fig.)/e (fig.), EU:T:2011:651, § 62; 07/10/2025, 

R 590/2025-1, CHANDON CHANT DES CIGALES (fig.)/cigales (fig.) et al., § 28). 

34 The sign applied for seeks protection for the sequence ‘MICKEY IS FREE’. None of the 

elements dominate over the other, since consumers perceive the sign as a slogan. 

35 The Board agrees with the findings of the contested decision, which were even con-

firmed by the applicant, that ‘Mickey’ refers to a fictional character and enjoys a high 

degree of cultural recognition as a matter of general awareness. In other words, con-

sumers, when confronted with the name ‘Mickey’, will think about the world famous 

cartoon figure ‘Mickey Mouse’. 
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36 Contrary to the applicant’s claim, the average consumer is not aware of the fact that the 

1928 animated short film Mickey Mouse Steamboat Willie, which is considered the first 

public appearance of the cartoon character Mickey Mouse, entered the public domain in 

January 2024. The public will not understand the contested sign as a reference to these 

facts. For that reason, it is not necessary to suspend the current proceedings and wait for 

the judgment of the Court of Justice in case C-293/23, Inter Ikeas System, which deals 

with the question of use of such a sign by a third party in the context of a political cam-

paign. 

37 In any case, it is important to note that only the animated short film entered into public 

domain; neither the names ‘Mickey’ nor ‘Mickey Mouse’, nor the depiction of ‘Mickey 

Mouse’ as shown in the earlier sign enter the public domain. Therefore, the present case 

does not concern copyright issues or any possible protection extending beyond the term 

provided for under copyright law. It is therefore not necessary to suspend the current 

case and wait for a decision in the joint cases R 1719/2019-G, Animal Farm & 

R 1922/2019-G, 1984, currently pending before the Grand Board. 

38 The English-speaking public will understand the earlier sign in its literal meaning, 

namely that Mickey is liberated. 

39 The earlier sign is figurative and consists of a stylised depiction of the cartoon 

character Mickey Mouse standing inside a circular frame. The character is shown 

front-facing, wearing red shorts with white buttons, large yellow shoes and white 

gloves. Around the upper part of the circular frame appears the verbal element 

‘MICKEY & CO.’ in bold, curved, black upper-case letters. On the left side of the frame, 

next to the character, appears the smaller stylised word ‘Disney’. The word ‘Mickey’ and 

depiction of the famous cartoon character reinforces each other; for that reason, they are 

the dominant elements of the sign. The other verbal element ‘& CO.’ as well as the 

signature style representation of the word ‘Disney’ are only of secondary importance. 

The circular frame has no distinctive character and will not be kept in the consumers re-

collection; it is therefore negligible. 

40 Contrary to the applicant’s claim, the Opposition Division based its comparison of the 

signs not only on the dominant elements; it took duly into consideration all elements of 

the earlier sign and gave them an appropriate weight in the visual, phonetic and con-

ceptual comparison. 

41 The signs coincide visually in the word ‘Mickey’. They differ in the depiction of the co-

dominant cartoon character, which has no counterpart in the contested sign as well as in 

the secondary verbal elements ‘IS FREE!’ and ‘& CO.’, which are dissimilar. Overall, 

the signs are visually similar to a low degree. 

42 Consumers tend to shorten signs when pronouncing them and will enunciate the earlier 

sign only as [mɪǀki] and the contested sign as [mɪǀki ɪz friː]. Despite the fact that the con-

tested sign is longer, the signs coincide in their first two syllables. Consequently, the 

signs are similar at least to an average degree. 

43 Conceptually, the signs are similar at least to an above-average degree. The depiction of 

the cartoon character reinforces ‘Mickey’ and makes ‘Mickey’ as the main character of 

the earlier sign, even if it refers through the additional element ‘& CO.’ to someone else, 

most probably a friend. The signature element ‘Disney’ does not add anything to the 
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concept, it just refers to the creator of the figure; it can be assumed that this is a well-

known fact. The sign applied for also refers to Mickey, who is liberated. Since, as stated 

above in paragraph 35, Mickey is a fictional character and enjoys a high degree of cul-

tural recognition as a matter of general awareness, both signs refer to the same fictional 

character. The element ‘IS FREE!’ in the contested sign has no counterpart at all in the 

earlier sign, which avoids conceptual identity, but cannot outweigh an at least an above-

average degree of conceptual similarity. 

4. Distinctiveness of the earlier mark 

44 The distinctive character of the earlier trade mark is one of the relevant factors to be 

taken into consideration when making a global assessment of likelihood of confusion 

(22/09/2011, T-174/10, A (fig.) / A, EU:T:2011:519, § 34; 29/09/1998, C-39/97, Canon, 

EU:C:1998:442, § 24). 

45 The opponent claimed the enhanced distinctive character of its earlier trade mark and 

submitted evidence in this respect (see paragraph 3). 

46 The Opposition Division was entitled not to assess the opponent’s claim, since the in-

herent normal distinctive character was the applicant’s best case scenario, since it did not 

claim that the earlier trade mark should have only a low level of inherent character; 

neither could the Opposition Division see any. 

47 The arguments brought forward by the applicant in its appeal as second ground misses 

the point. A sign not having any link to the goods or services at stake is considered as 

having a normal degree of inherent distinctive character. Therefore, no use must be 

proven, nor any perception of the public. 

48 In any case, and just to address the applicant’s arguments briefly, the Board would like to 

add that the evidence submitted does not show any enhanced distinctive character of the 

earlier trade mark, since it does not allow any breakdown of market figures with respect 

to clothing and relies mostly on the global revenues of the opponent. 

49 The earlier trade mark, since the sign is unrelated to the goods protected, enjoys a normal 

degree of inherent distinctive character. 

5. Overall assessment of the likelihood of confusion 

50 A likelihood of confusion on the part of the public must be assessed globally. That global 

assessment implies some interdependence between the factors taken into account and in 

particular similarity between the trade marks and between the goods or services covered. 

Accordingly, a lesser degree of similarity between these goods or services may be offset 

by a greater degree of similarity between the signs, and vice versa (29/09/1998, C-39/97, 

Canon, EU:C:1998:442, § 17; 22/06/1999, C-342/97, Lloyd Schuhfabrik, 

EU:C:1999:323, § 19). The more distinctive the earlier trade mark, the greater the risk of 

confusion, and trade marks with a highly distinctive character, either per se or because of 

the reputation they possess on the market, enjoy broader protection than trade marks with 

a less distinctive character (Canon, § 18). 
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51 The signs are visually similar to a low degree, aurally similar to an average degree and 

conceptually similar at least to an above-average degree. The goods are identical, the 

consumers have a normal degree of attentiveness. 

52 Even if consumers are able to differentiate the signs visually, a likelihood of confusion 

may arise. Both signs refer to the same well-known fictious cartoon character, which, in 

the applicant’s own words ‘enjoys a high degree of cultural recognition as a matter of 

general awareness’. 

53 For that reason, consumers might believe that both trade marks belong to the same or 

economically linked undertakings. 

54 Contrary to the applicant’s arguments, such a finding does not have to be based on an 

existing sub-brand of the opponent, neither does it have to be proven by the opponent. At 

the very best, only the applicant could demonstrate that due to peaceful and long co-

existence on the market, a likelihood of confusion could be excluded. However, this is 

not the case. The contested trade mark was created only in 2024, and the applicant did 

not plead that its trade mark was intensively used within the European Union. Addi-

tionally, the disclaimer that the goods marketed under the contested EUTM applied for 

are unconnected to the opponent is not helpful, since such disclaimer, printed on the 

inside of a garment, is not necessarily perceived by the public before purchase. 

55 The decision referred to by the applicant is also unhelpful. The Board would like to stress 

that, in accordance with settled case-law, the Office is under a duty to exercise its powers 

in accordance with the general principles of EU law. Although, having regard to the 

principles of equal treatment and of sound administration, the Office must take into 

account the decisions previously taken in respect of similar cases and consider with 

special care whether or not it should decide in the same way: the way in which those 

principles are applied must be consistent with respect to the principle of legality 

(24/06/2015, T-552/14, Extra (fig.), EU:T:2015:462, § 27; 08/07/2020, T-696/19, Moins 

de migraine pour vivre mieux, EU:T:2020:329, § 36). In any case, the Board fails to 

understand why the decision of the Fifth Board should be helpful for the applicant, since 

the Board annulled the decision due to violation of the right to be heard, since the 

Opposition Division did not address a more than 100 page submission of the party. 

56 Lastly, the registrations of identical trade marks on behalf of the applicant without oppo-

sition by the opponent in other jurisdictions also do not help. It is for the opponent to 

decide whether and how to defend its trade marks. Furthermore, acquiescence cannot be 

pleaded in opposition proceedings, and requires a minimum period of 5 years of knowing 

tolerance. 

57 The EUTM applied for must be rejected in accordance with Article 8(1)(b) EUTMR. 

Result 

58 The appeal is dismissed. 

Costs 

59 Pursuant to Article 109(1) EUTMR and Article 18 EUTMIR, the applicant, as the losing 

party, must bear the opponent’s costs of the opposition and appeal proceedings. 
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60 As to the appeal proceedings, these consist of the opponent’s costs of professional 

representation of EUR 550. 

61 As to the opposition proceedings, the Opposition Division ordered the applicant to bear 

the opponent’s costs of EUR 620. This decision remains unaffected. 

62 The total amount is fixed at EUR 1 170. 
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Order 

On those grounds, 

THE BOARD 

hereby: 

1. Dismisses the appeal. 

2. Orders the applicant to bear the opponent’s costs in the opposition and 

appeal proceedings, which are fixed at the level of EUR 1 170. 
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